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IN THE UNITED STATES PATE NT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD  

 

In the matter of Application Serial No.: 78914975 
Filed:  6/22/2006 
Mark:   METAL GEAR 
 

GALAXY METAL GEAR, INC., 

  Opposer, 

 vs. 

DIRECT ACCESS TECHNOLOGY, INC. 
  Applicant.  
 

   Opposition No.: 91184213 
  
Action filed: May 20, 2008 
 
OPPOSER’S MAIN BRIEF  
 

 

 
OPPOSER’S MAIN BRIEF 

Pursuant to TBMP §801, Opposer Galaxy Metal Gear, Inc., hereby submits its 

main brief in this proceeding regarding the Mark, “Metal Gear.” 
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STATEMENT OF ISSUES 

 1) DAT did not acquire right to the ownership of the Mark at issue, “Metal 

Gear.” because it is a mere importer and distributor of the goods at issue.  The owner of 

the Mark is the manufacturer, Datastor.   

2)  “Metal Gear” is not registrable on the Principal Register as it is a 

descriptive mark. 

DESCRIPTION OF RECORD 

 1) Trial testimony of Tony Tan and exhibits therein 

 2) Trial testimony of Patrick Wang and exhibits therein 

 3) Rebuttal testimony of Patrick Wang and exhibits therein 

 4) Deposition testimony of Momo Chen and exhibits therein (by order of the 

Board) 

 5) Cross-Complaint filed by Applicant, Direct Access Technology, Inc., and 

Complaint filed by Galaxy Metal Gear, Inc., in the case of Galaxy Metal Gear, Inc., v. 

Direct Access Technology, Inc., in the Los Angeles Superior Court case # BC 382375 

 6) Trademark registrations made by third parties on the following 

trademarks: Metal Gear; Metal Shop; Road Gear; Clever Gear; Night Gear; Mommy 

Gear; and Health Gear 

 7) Dictionary definitions of the words “equipment,” “metal,” and “gear.”   

 8) Photograph of Comp USA “Metal Gear” product 

 9) Exclusivity agreement between Datastor and Tech Depot, Inc. 
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RECITATION OF FACTS  

 Opposer contends Applicant committed fraud in this application because of 

Applicant’s knowing false contention that Applicant owns the mark “Metal Gear” for 

computer enclosures.  Applicant never owned the mark “Metal Gear” as Applicant is 

merely one of two United States distributors for the true owner of “Metal Gear,” the 

manufacturer: Datastor Technology Company, Ltd. (“Datastor”).   The other United 

States distributor for “Metal Gear” products is Opposer.   

Applicant’s first use of “Metal Gear” was supplied by Datastor (rebuttal 

testimony of Patrick Wang: page 19, lines 6-17).  Applicant is not a “manufacturer”(trial 

testimony of Patrick Wang, page 54-55),  it is an “importer and distributor” of “Metal 

Gear” enclosures (rebuttal testimony of Patrick Wang, page 13, lines 7-8; Cross-

Complaint 1, ¶3 filed by Applicant in the case of Galaxy Metal Gear, Inc., v. Direct 

Access Technology, Inc., in the Los Angeles Superior Court case # BC 382375).  There 

is no subsidiary relationship between Applicant and Datastor (trial testimony of Patrick 

Wang, page 8, lines 11-20).  There is no written agreement or written consent or 

assignment from Datastor allowing Applicant to sell “Metal Gear” products (trial 

testimony of Patrick Wang, page 26, and e-mail from Gary Chen, exhibit 4 to trial 

testimony of Patrick Wang). 

 Datastor also considered Opposer to be the exclusive distributor of Datastor’s 

“Metal Gear” enclosures in the United States (trial testimony of Tony Tan, page 13, line 

                            
1 Applicant’s Cross-Complaint was filed in response to Opposer’s Complaint, which sought damages 
arising from a letter sent on behalf of Applicant (attached herein) purporting that Opposer’s abandonment 
of the registration of its mark “Galaxy Metal Gear” was tantamount to a finding of infringement of 
Applicant’s “Metal Gear” mark. 
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5, to page 14, line 14).  Opposer also understood Datastor to be the owner of the “Metal 

Gear” mark for enclosures (trial testimony of Tan, page 10, line 20). 

Former Datastor sales representative, Momo Chen, also sold “Metal Gear” 

enclosures to CompUSA in the United States, and attempted to sell to Newegg, Fry’s and 

10 other merchants in the United States (discovery deposition of Momo Chen, page 20, 

line 1, to page 31, line 6). 

“Metal Gear” is used for enclosures for external computer hard drives 

(Applicant’s registration of “Metal Gear,” exhibit 2 to trial testimony of Patrick Wang).  

Some of the enclosures sold by Applicant under the name “Metal Gear” were subject to 

the 6,992,885 patent, which lists Chia-Jen Wang as the sole inventor but that Patrick 

Wang of Applicant claims that Wang was in fact not the inventor and that Wang was an 

inventor regarding this patent (trial testimony of Patrick Wang, page 16, lines 9-19; 

rebuttal testimony of Patrick Wang, page 9, line 5, to page 16, line 24). 

ARGUMENT  

 APPLICABLE LAW 

 A distributor, importer, or other distributing agent of the goods of a manufacturer 

does not acquire a right of ownership merely because it moves the goods in trade.  A 

party that merely distributes goods bearing the mark of a manufacturer or producer is 

neither the owner nor a related-company user of the mark.  TMEP 1201.06(a) 

 A distributor/importer can register to be the owner of a mark if either (1) there is a 

subsidiary relationship between the distributor and the manufacturer; or (2) a US 

distributor/importer submits written consent from the owner of the mark or written 
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agreement between the parties or an assignment to the applicant together with business 

goodwill.  TMEP 1201.06(a). 

 In the absence of an agreement, the legal presumption is that a mark belongs to 

the manufacturer.  Sengoku Works v. RMC International, 96 F.3d 1217 (9th Cir. 1996). 

 A trademark applicant owes a duty of candor to the PTO.  If an applicant intended 

to mislead the PTO, the mark can be invalidated.  Aromatique, Inc. v. Gold Seal, Inc., 28 

F.3d 863, 877-878 (8th Cir. 1994). 

 DAT IS NOT THE OWNER OF THE MARK “METAL GEAR”  

 Applicant admits it is not the manufacturer of “Metal Gear” goods and is only an 

importer or distributor for Datastor.  As a distributor or importer, Applicant can only seek 

to register the “Metal Gear” mark if Applicant is in a subsidiary relationship with 

Datastor or it has some sort of written consent, agreement, or assignment from Datastor.   

Applicant is not in a subsidiary relationship with Datastor.  Applicant has no 

written consent, agreement, or assignment from Datastor which would allow Applicant to 

register “Metal Gear.”   

The only possible argument Applicant might have is the Gary Chen e-mail, but 

that falls far short of constituting formal authorization by Datastor that Applicant can 

register “Metal Gear.”  Even the purported representation by Gary Chen that Applicant 

has exclusivity is contradicted by the exclusive sales agreement in favor of Tech Depot, 

Inc., and the testimony of former Datastor sales representative Momo Chen that Datastor 

sold and offered for sale “Metal Gear’ products to numerous other companies in the 

United States. 
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 Patrick Wang of Applicant also contends that he personally created the “Metal 

Gear” mark.  However, that is inconsistent with the Gary Chen e-mail offered up by 

Applicant, because if Patrick Wang created “Metal Gear,” why does Applicant need 

confirmation that it has exclusive sales rights?  

 Moreover, Patrick Wang’s testimony is suspect further because of his testimony 

regarding the 6,992,885 patent, which encompassed some of the “Metal Gear” enclosures 

at issue.  The patent claimed the sole inventor was Chia-Jen Wang, but Patrick Wang 

denied Chia-Jen Wang was the inventor and claimed to be a co-inventor but was not 

listed as an inventor in the patent application.  Patrick Wang’s evasiveness regarding 

PTO filings makes Patrick Wang’s testimony that he created the “Metal Gear” mark to be 

not credible.  Such violation of “duty of candor” under PTO rule 1.56 showed 

Applicant’s intention to withhold true information from, or submit false information to, 

the PTO. 

 In total, Applicant cannot show that it has any ownership rights in the “Metal 

Gear” mark and accordingly Applicant has no right to register this mark. 

 “METAL GEAR” IS DESCRIPTIVE 

 A mark that “merely describes” the goods or services on or in connection with 

which it is used is not registrable on the Principal Register.  This is (1) to prevent the 

owner of a mark from inhibiting competition in the sale of particular goods; and (2) to 

maintain freedom of the public to use the language involved.  TMEP 1209; In re Abcor 

Development Corp. 588 F.2d 811, 813, 200 USPQ 215, 217 (C.C.P.A. 1978).  A mark is 

considered merely descriptive if it describes an ingredient, quality, characteristic, 

function, feature, purpose, or use of the specified goods or services.  TMEP 1209.01(b); 
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In Re Gyulay, 820 F.2d 1216, 3 USPQ2d 1009 (Fed. Cir. 1987) [“Apple Pie” held merely 

descriptive of potpourri]. 

 “Metal Gear” is used for by Applicant for the sale of enclosures for external 

computer hard drives.  No claim is made by Applicant to the exclusive right to use 

“Metal.”  As set forth in the dictionary definitions relied upon by Opposer, a definition of 

“gear” is equipment.  “Equipment” is defined as an implement used in an activity or 

operation.  “Metal Gear” therefore simply describes a piece of equipment that is metal or 

has the appearance of metal.  “Metal Gear” is not fit to be registrable on the Principal 

Register. 

SUMMARY  

 Based on the above authority, argument, and evidence, Opposer submits it has 

met its burden to show Applicant is not the owner of the Mark “Metal Gear” and that 

“Metal Gear” is descriptive.  Accordingly, Opposer submits this application should be 

refused, the file stamped “Abandoned,” and all proceedings to be considered terminated. 

      Respectfully submitted, 

Dated: February 19, 2010   /jflee/ 
LT Pacific Law Group LLP 
Jen-Feng (Jeff) Lee 
Kenneth Tanji, Jr. 
Attorneys for Opposer,  
   Galaxy Metal Gear Inc. 
LT Pacific Law Group LLP  

      17800 Castleton St., #383 
City of Industry, CA  91748 
Tel:  626-710-8200 
Fax:  626-710-8300 
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